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DETAILED ACTION 



1. Applicants' elections of species A (disease object directly invokes another disease 
object), species D (each disease object is associated with a phase of one disease) and 
species F (each symptom object is associated with a sub-symptom of one symptom) in 
the response filed 12/18/08 is acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction requirement, the election has 
been treated as an election without traverse (MPEP § 818.03(a)). . 

Claims 6-18 and 20-42 are currently pending; claims 6-8, 10-14, 16-18, 20-21, 
35, 37-38; and 40-42 are under examination, and claims 9, 15, 22-34, 36, and 39 have 
been withdrawn fi-om further consideration pursuant to 37 CFR 1.142(b), as being drawn 
to a nonelected invention or species, there being no allowable generic or linking claim. 

Claim Rejections - 35 USC § 101 

2. The rejection of the claims under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter set forth in the Office action mailed 2/1 1/08 is 
hereby withdrawn in view of the amendment filed 8/7/08, where the claimed system is 
amended to comprise a processor and a digital storage device, which are interpreted as 
tangible hardware, and thus machine or apparatus. 



•3 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. The rejection of claims 6-8, 10-14, 16-18, and 20-21 under 35 U.S.C. 103(a) as 
being unpatentable over Iliff, E. C. in view of Akers et al. set forth in the previous Office 
action mailed 2/1 1/08 is hereby withdrawn in view of applicant's argument that Akers et 
al. is not qualified as a prior art. Applicant's argument is found persuasive. 

5. Claims 6-8, 10-14, 16-18, 20-21, 35, 37-38; and 40-42 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Iliff, E. C. (IDS document: US 5,935,060, Aug. 
10, 1999) in view of Peifer et al. (US 5,987,519, Date of Patent: Nov. 16, 1999). 

The claims are amended to be drawn to a system comprising a processor and 
digital storage device containing various objects selected from disease object, symptom 
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object, valuator object, question object, node object, and candidate object, wherein each 
object has corresponding data and processes, and wherein the data is encapsulated. 

Iliff discloses a medical diagnosis computer system comprising a computer 
system and database containing various data and scripts and software for using the 
system and the data for diagnosis. See at least the Abstract. The combination of data and 
scripts for manipulating the data is interpreted as reading on the "object" recited in the 
instant claims. 

With regard to claims 6-7, the system of Iliff comprises at least a plurality of 
disease objects and a plurality of symptom objects. See at least Figs. 1, 3A-3B and Fig. 
10, and columns 1-3. Further, in the system of Iliff, the script engine will execute an 
individual script which is linked to specific data. Thus, each object is only to see the 
script of another object, not the data. The system of Iliff s is stored in a server, harddrive 
or CD-ROM, which are hardware storage device and processor. See column 4. 

However, Iliff does not disclose that the data in the objects are encapsulated so 
that they cannot be seen by a user. 

Peifer et al. disclose a packaged based method and system for telemedicine for 
communicating video, voice and medical data that is encapsulated in package for sending 
over a network. Peifer et al. state that since the data information is encapsulated in 
packages, it can be sent over multiple types or combinations of network architectures 
including CATV, PSTN, ISDN, LAN, WAN, ATM, wireless network, etc. without the 
need of a separate protocol for each different type of transmission media. See at least the 
Abstract, Fig. 4. 
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It would have been obvious to one having ordinary skill in the art at the time of 
the instant invention to modify the system/method of Iliff to have the data encapsulated in 
packages so that it could be sent over multiple types or combinations of network 
architectures including CATV, PSTN, ISDN, LAN, WAN, ATM, wireless network, etc. 
without the need of a separate protocol for each different type of transmission media, as 
suggested and taught by Peifer et al. 

With regard to claim 8, the system of Iliff comprises a "diagnostic script engine," 
which is interpreted to be the engine object recited in the claim. See at least Fig. IB, and 
columns 1-3. 

With regard to claim 10, the objects in the system of Iliff are arranged in a 
hierarchical relationship so that the result of one is the input of another. See at least Fig. 
2, and columns 1-3. 

With regard to claim 1 1, the system of Iliff comprises, in addition to the disease 
and symptom objects as in claims 6-7 above, also comprises question object, node object, 
valuator object and candidate objects. See at least Figures 7-15, and columns 1-3. 

With regard to claims 12-14, and 18, the system of IlifFs comprises symptom, 
valuator and node objects, where symptom object invokes valuator object, which in turn 
invokes the question object, which then invokes the node object. See at least Fig. 4b and 
columns 1-3. 

With regard to claims 16 and 17, Iliff discloses that a particular disease is 
associated with geographic information and diseases in a population and the frequencies 
therein. The system also comprises data and scripts for a plurality different diseases 
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sharing common symptoms, such as "fever" shared by appendicitis, intestinal flu, food 
poisoning, and malaria. See at least column 8. 

With regard to claim 20, Fig. 3B of Iliff shows that one disease object, e.g. 
disease object A, asks questions, and depending on the answers, the diagnostic process 
could stay on object A or goes to disease object B, which in turn asks questions, and 
again, depending on answers, it could to the next disease object, until finally, it may go to 
the last disease object X. Thus, disease object X is an object that monitors the questions 
and answers of the other disease objects. 

With regard to claim 21, the system of Iliff comprises a script engine that 
coordinates all the entire process of diagnosis because it controls all the scripts. See at 
least columns 18-19. 

With regard to the newly added claims 35, 37-38, Iliff discloses that a disease 
object directly invokes another disease object. See at least Fig. 14 and at least column 6. 
Iliff also discloses that the system users "list-based processing," i.e. it begins with a series 
of diseases, symptoms and questions. These lists are then processed into a playable script 
using a list-based script development tool. Each objects comprises scripts for questions 
for patients/users to answer, and once patients/users answered, the script development 
tool updates the disease scores and continues with the next symptom. Thus, those 
symptom and question data are constant data and the answers with update are variable 
data. See at least column 6. 

With regard to new claims 40-42, dependent from claim 7, Iliff discloses that each 
disease object is associated with a series of symptoms, which are interpreted as phases of 
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the disease because different symptoms are the manifestations of different phases of a 
disease. See column 6. Furthermore, Uiff discloses a time-based diagnostic scripts where 
the system provides multiple scripts, e.g. "one for each hour into the disease process," 
which are different phases of the disease. See column 8. Ilifif also discloses that symptom 
object is also associated with "implied symptoms," i.e. a symptom established based on 
the presence of absence of another symptom. See column 9. This implied symptom is 
interpreted as a sub-symptom of the instant claim 42. 

6. Applicant's arguments filed 8/7/08 have been fiilly considered but they are not 
persuasive with respect to Iliff. The argument is mainly on the ground that the Office 
erred in interpreting what is disclosed in Iliff, i.e. the combination of list data and scripts 
for manipulating the data as an object of the instant invention. This is not found 
persuasive because as admitted by applicant in the same response, the instant 
specification explicitly defines that "an object is a combination of data and processes that 
manipulate that data" in paragraph [0066] of the published application. Iliff clearly 
disclose a combination of data, scripts, and scripts engines and other algorithms for 
manipulating the data, and it thus meets the definition for the term in the instant 
specification even though some of the examples of object may have properties "beyond 
this simple combination." 

With regard to applicant's argument about Akers, it is not moot as the rejection 
relying on Akers is withdrawn as set forth earlier in this action. 
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Nonstatutory Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
All F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fiilly comply 
with 37 CFR 3.73(b). 



8. Claims 6-8, 10-14, 16-18, 20-21, 35, 37-38; and 40-42 are provisionally rejected 
under the judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claims 6-8, 20- 30 and 49-50 of US copending Application No. 
09/785,044. 

This rejection is reiterated fi^om the previous Office action. 

Applicant's argument that the instant claims have been amended and thus different from 
the claimed invention of the copending application. This is not found persuasive because 
the amendment mainly added "a processor" to implement the objects and "a digital 
storage device" for storing the objects. It would have been obvious to one having 
ordinary skill in the art at the time of the invention that for a method and system to be 
used by a computer system, a processor and a storage device to store the objects would 
have been a must and thus would have modify the invention of claims 6-8, 20- 30 and 49- 
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50 of US copending Application No. 09/785,044 to include a processor and a storage 
device. 

9. Claims 6-8, 10-14, 16-18, and 20-21 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-14 of 
US 6,527,713 B2, Mar. 4, 2003 in view of Peifer et al. (US 5,987,519, Date of Patent: 
Nov. 16, 1999). 

Claims 1-14 of US 6,527,713 are drawn to a method and a system comprising 
different objects as those recited in the instant claims. However, claims 1-14 of US 
6,527,713 do not recite that the data are encapsulated. 

As set forth above, Peifer et al. disclose a packaged based method and system for 
telemedicine for conmiunicating video, voice and medical data that is encapsulated in 
package for sending over a network. Peifer et al. state that since the data information is 
encapsulated in packages, it can be sent over multiple types or combinations of network 
architectures including CATV, PSTN, ISDN, LAN, WAN, ATM, wireless network, etc. 
without the need of a separate protocol for each different type of transmission media. See 
at least the Abstract, Fig. 4. 

It would have been obvious to one having ordinary skill in the art at the time of 
the instant invention to modify the invention of 1-14 of US 6,527,713 to have the data 
encapsulated in packages so that it could be sent over multiple types or combinations of 
network architectures including CATV, PSTN, ISDN, LAN, WAN, ATM, wireless 
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network, etc. without the need of a separate protocol for each different type of 
transmission media, as suggested and taught by Peifer et al. 

Applicant's argument with regard to Akers et al. is moot as Peifer et al. is now 
relied upon. 



Conclusion 

1 0. No claim is allowed. 

11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shubo (Joe) Zhou, whose telephone number is 571-272- 
0724. The examiner can normally be reached Monday-Friday from 8 A.M. to 4 P.M. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Marjorie Moran, can be reached on 571-272-0720. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Patent applicants with problems or questions regarding electronic images that can 
be viewed in the Patent Application Information Retrieval system (PAIR) can now 
contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has been 
corrected. The USPTO's Patent Electronic Business Center is a complete service center 
supporting all patent business on the Internet. The USPTO's PAIR system provides 
Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. For all other customer support, please 
call the USPTO Call Center (UCC) at 800-786-9199. 

/Shubo (Joe) Zhou/ 
Shubo (Joe) Zhou, PH.D. 
Primary Examiner 



